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DETAILED ACTION 



Information Disclosure Statement 



1 . The information disclosure statement filed 1 2-1 7-99 (paper #2), 2-1 5-02 (paper 
#5) and 5-13-03 (paper #10), fails to comply with 37 CFR 1 .98(a)(3) because it does not 
include a concise explanation of the relevance, as it is presently understood by the 
individual designated in 37 CFR 1.56(c) most knowledgeable about the content of the 
information, of each patent listed that is not in the English language. It has been placed 
in the application file, but the information referred to therein has not been considered. 
Furthermore, the references listed in paper #2 appear to be repeated in paper #5 and 
therefore, paper #2 is considered merely a duplicate for which no response is provided. 

Claim Rejections - 35 USC § 112, Second Paragraph 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more dainns particularly pointing out and distinctly 
claiming the subject nnatter, which the applicant regards as his invention. 

3. Claim 24 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The applicant claims, in claim 19, that his systems 
interpretations depends on a processor mode not expressed in the binary 
representation not expressed in the binary representation of the instruction; 
however, the binary translator of claim 24 appears to contradict the feature of claim 19 
and therefore, it is not clear what is intended. Therefore, the feature is treated as non- 
existent as indicated in the parent claim. 
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Double Patenting Rejection 

4. Claim(s) l-51 of patent # 09/330.852 contain(s) every element of 
claim(s)_Jj30_ of the instant application and as such anticipate(s) claim(s)_J_2 
30 of the instant application. 

"A later patent claim is not patentably distinct from an earlier patent claim if the later 
claim is obvious over, or anticipated by, the earlier claim. In re Lonqi , 759 F.2d at 896, 
225 USPQ at 651 (affirming a holding of obviousness-type double patenting because 
the claims at issue were obvious over claims in four prior art patents); In re Berg , 140 
F.3d at 1437, 46 USPQ2d at 1233 (Fed. Cir. 1998) (affirming a holding of obviousness- 
type double patenting where a patent application claim to a genus is anticipated by a 
patent claim to a species within that genus). " ELI LILLY AND COMPANY v BARR 
LABORATORIES, INC., United States Court of Appeals for the Federal Circuit, ON 
PETITION FOR REHEARING EN BANC (DECIDED: May 30, 2001). 

However, since both applications are still pending. Claims 1-30 of this application 
conflict with claims 1-51 of Application No. 09/330,852. 37 CFR 1.78(b) provides that 
when two or more applications filed by the same applicant contain conflicting claims, 
elimination of such claims from all but one application may be required in the absence 
of good and sufficient reason for their retention during pendency in more than one 
application. Applicant is required to either cancel the conflicting claims from all but one 
application or maintain a clear line of demarcation between the applications. See 
MPEP § 822. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

6. Claims M3 and 15-27 and 29-30 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Heisch (6,006,033). 



CLAIMS 



Heisch 



1 . A method, comprising: 

during a profiled interval of an execution of a 
program on a computer, recording profile 
information describing the execution, without the 
program having been compiled for profiled 
execution, the program being coded in an 
instruction set in which an interpretation of an 
instruction depends on a processor mode not 
expressed in the binary representation of the 
instruction, the recorded profile information 



See the title and the abstract. 
See col. 2 lines 14-25 

See col. 2 line 65-col. 3 line 3, 
which optimizes based on 
actual behavior (i.e. not having 
been compiled for profiled 
execution. Therefore, the feature 
depends on the processor mode, 
or information not known at 
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describing at least all events occurring during the 
profiled execution interval of the two classes: 

a divergence of execution from sequential 
execution; 

a processor mode change that is not 
inferable from the opcode of the instruction that 
induces the processor mode change taken 
together with a processor mode before the mode 
change instruction; 

the profile information further identifying 
each distinct physical page of instruction text 
executed during the execution interval. 



compile time, col. 5 lines 13-28. 
See col. 2 lines 51-59. 
See col. 2 lines 38-59. 



See col. 4 lines 14-21 , which 
indicates that different parts of 
the program can be exercised in 
different sequences or amounts 
(which inherently includes 
pages). 



2. The method of claim 1 : See col. 4 lines 24-30. 

and further comprising, without software 
intervention, recording for later analysis a 
profile entry noting the source and destination 
of a control flow event in which control flow of 
the program execution diverges from sequential 
execution. 



3. The method of claim 1 , wherein the 
program is executed on a computer having: 
an instruction pipeline configured to execute 
instructions from a memory of the computer; 
and 



Instruction pipelines are utilized 
in modern processors to keep 
the system from remaining idle 
while a single function executes, 
see any computer dictionary. 
Heisch is considered to inherently 
provide for the feature for that 
same reason, see figs. 2, 4 and 
5. 



profile circuitry configured to detect the See col. 12 lines 29-41 . 

occurrence of profileable events occurring 
in the instruction pipeline, and 

to direct the instruction pipeline to record See col. 12 lines 42-54. 

profile information describing the profileable 
events essentially concurrently with the 
occurrence of the profileable events, 

the detecting and recording occurring under See again the rejection of claim 

hardware control without software intervention. 1 . 
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4. The method of claim 3, wherein: 
the profile information is recorded into 
general registers of the computer under 
hardware control, without software 
intervention, and without first storing the 
profile information into main memory. 

5. The method of claim 3, the 
recorded profile information being efficiently 
tailored to identify all bytes of object code 
executed during the profiled execution 
interval, without reference to the binary code 
of the program. 

6. The method of claim 3, wherein the 
recorded profile information describes a 
sequence of program events during the 
profiled interval of execution, the sequence 
including every event that matches time- 
independent criteria of profileable events to 
be profiled. 

7. The method of claim 3, further 
comprising: 

when an instruction fetch of an instruction 
causes a miss in a translation look aside 
buffer (TLB), the fetch of the instruction 
triggering a profileable event, servicing the 
TLB miss and reflecting the corrected state 
of the TLB in the profile information 
recorded for the profileable instruction. 

8. The method of claim 1 , further 
comprising the steps of: 

executing the program on a first CPU of a 
multiprocessor computer; 

on a second CPU of the multiprocessor, 
while the execution and profiling of the 
program continues, analyzing the collected 
profile data; 



See col. 12 lines 29-64. 



See again the rejection of claim 
1. 



See again the abstract, 
independent of procedure of 
other structural boundaries. 



See col. 1 line 61 -col. 2 
line 3. 



See fig. 2. 



controlling the execution of the program 
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nn the first CPU based at least in part on the 
rnatTsroHhe collected profile da^ 
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See the rejection of claim 4. 



9 The method of claim 1.where.n_ 
the profile information is recorded into 
qeneral registers of the computer under 
hSare control, without software 

SerTention, and without first storing the 
profile information into mam memory. 

inreferencetoclaim 10, see the rejection of claime. 

AS per c,aims11,13.and19.20,see the rejection of claim3andf.g.1. 

The features of claim 12 are taught via claim 5. 

Claims15-18are taught via claimlabove. 

.nreference to c,aims21 and 23, see the rejection of claim4. 

Asperclaims22.seetherejectionofclaim8andfig.1. 
.hefeaturesofclaim24areinherentinclaim3todetecttheoccurrenceof 

profileable events. 

Claims 25-26 is taught via claims 6-6 above. 

,nrefe^nce to claim 27, see tt,e rejection of claim 13. 

.spe,claims29,seetbereiectiono,c,aimB,wbicMnHe.ent,yprovldes,o,tbe 

features. 

features of claim 30 are taught via claims 5-6. 
,„ventiontaughtbyMagnussoneta,.(iEBEreference,isalsoconsiaere<. 

,e.nenttotheapplicant.s— :slnoe.a,soprovi.esforim^^^^^^^^^^^^^^^^ 
l,tip,ecpu.s(ha.wareresources>baseaontheiravaila«vin.hesvs.em,seepage 



The features > 
The 
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69, which is based on the binary, see the introduction, and utilizes TLB's (page 64) for 
page simulation (page 66). 

Furthermore, Argrawal (5,768,500) specifically references specialized hardware 
for profiling in col. 8. 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



8. Claims 14 and 28 are rejected under 35 USC 103 as obvious over Heisch in view 
of Roediger (5,960,198). Heisch does not specifically indicate that a timer is used in his 
system; however, the feature is taught by Roediger in an analogous art, col. 4 lines 7- 
13, to enable control over when data is collected, col. 1 lines 49-64 based on a bit, col. 
3 lines 3-15, via multiple cpu's (col. 5 lines 42-46) executing simultaneously in parallel 
(col. 8 lines 14-29) and initiated via hardware (col. 6 lines 61-col. 7 line 8, col. 8 lines 
21-29). Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of the invention to modify Heisch's invention with the teachings of Roediger for 
the same reasons utilized by Y to enable control over when data is collected to improve 
performance in specific areas. 
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Any inquiry concerning this connmunication or earlier communications from the 
examiner should be directed to John Chavis whose telephone number is (703) 305- 
9665. The examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kakali Chaki can be reached on (703) 305-9662. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Jqc 

April 15, 2004 




JOHN CHAVIS 
PATENT EXAMINER 
ART UNIT 212^ 



